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(a) The Issue Notification mailed on March 23, 2005, in the 
instant application included notification of a patent term 
adjustment under 35 U.S-C 154(b) of 0 days. 

(b) This is a request for reconsideration of the patent term 
adjustment indicated in the Issue Notification and is an 
application for patent term adjustment- 

(1) Please charge the requisite fee under 37 C.F.R. § 1.18(f) 
of $400.00/ and charge any other fee that may be required by 
this or any other related paper, or credit any overpayment, to 
Deposit Account No. 50-1230 in the name of Martin A. Hay & Co. 



(2) Statement of facts involved: 

On October 1, 2003, the undersigned submitted a response 
to the office action mailed July 1, 2003 under a certificate 
of fax. The response had been prepared as an electronic 
document in WORD by the undersigned, starting from the 
electronic version of the preliminary amendment as filed on 
national stage entry, and displayed correctly on his computer 
screen. It was then printed off by the undersigned's 
assistant. The undersigned then signed the printed response, 
which appeared to be in order, and completed the certificate 
of fax. The signed response was submitted by fax. The fax 
machine generated a printout indicating that 25 pages had been 
transmitted, as expected. A copy of the printout is attached. 
It is completely clean, indicating that the fax scanner was 
working properly. 

Although only minor amendments were made in a few of the 
claims, which would easily have been made under the old 
procedure for amendment, a complete set of the claims was 
resubmitted in accordance with the new procedure for use with 
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the PTO's new electronic file wrapper process. It may be 
noted that the amendments were very simple. 

After the response was faxed to the PTO, the undersigned 
continued to monitor the application. The procedures of the 
undersigned's office require that a diary entry is kept open 
until responses submitted to the Patent and Trademark Office 
have been entered into PAIR. 

The response was not entered into PAIR -for some time, so 
the undersigned called Customer Service at the Patent and 
Trademark Office and was reassured that the file had been 
transferred to docketing on October 1, 2003. 

On October 23, 2003, the undersigned wrote to the Eli 
Lilly and Company, the assignee of the application, and 
reported that a response had been filed, but that it had not 
yet been entered into PAIR. A copy of the letter is attached. 

On November 6, 2005, the undersigned inspected PAIR and 
noted that the response had been entered on November 5, 2005 
and forwarded to the Examiner. The entry in PAIR was printed 
off and placed in the undersigned's file. A copy is attached. 
The diary entry was then closed. 

At this point, the undersigned had no idea that anything 
was wrong with the response as received by the PTO. It had 
been forwarded to the Examiner. 

On December 24, 2003 (Christmas Eve) , the undersigned 
received an office action from the PTO that had been mailed on 
December 10, 2003. A copy of the front page, showing the date 
of receipt stamp, is attached. The office action stated that 
the response filed was illegible, and that a copy was 
attached. In fact, no copy was attached. 
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The same day, December 24 , 2003, the undersigned faxed 
the response once again to the PTO. Again, a diary entry was 
opened to confirm entry of the response in PAIR. On January 
16, 2004, the undersigned noted that the response had been 
entered on January 15, 2004, The diary entry was closed, and 
a printout from PAIR was placed on the undersigned's file. A 
copy is attached. 

It is clear from the image in the PTO' s electronic file 
wrapper that the problem with the legibility of the original 
fax must have been caused by a malfunction of the PTO' s fax 
machine. There are white horizontal bands running down some 
pages and over markings applied by the PTO, There are also two 
black circles at the top of each page, suggesting that the 
pages were first placed on a file, then scanned later. 
Certainly, the document on the PTO' s file is not a facsimile 
copy of the document originally transmitted to the PTO, The 
undersigned's facsimile machine could not have been 
responsible for the black circles or the white horizontal 
columns . 

Irrespective of whether anyone is "to blame" fbr the 
malfunction of the technology, it would have been a simple 
courtesy for the PTO officer processing the fax to call, fax 
or e-mail the undersigned to inform him that it had not 
received properly- The response should not have been forwarded 
to the Examiner until after a clean copy had been received. 
This failure of the PTO' a technology and failure to promptly 
contact the undersigned, for a fresh copy was the cause of the 
delay in the allowance o£ the application. 

In March 2004, the undersigned discovered that the 
printed response as submitted failed to show the underlinings 
indicating text in the claims that had been added by 
amendment. Although the text being added was clear from the 
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remarks section in the response, the undersigned judged that 
the Examiner would appreciate the courtesy of being provided 
with a copy of the response showing the underlinings - The 
response was therefore reprinted, and faxed to the PTO on 
March 10, 2004. A cover sheet was provided, explaining to the 
Examiner that it was the same response being filed, but with 
the underlinings now showing. Up until this point in time, the 
undersigned had been unaware that it was possible for a 
document to print off on some printers showing the 
strikethrough lines but not the underlinings. 

As fate would have it, the printer used to print off the 
copy of the response with the underlinings, which was new, 
also malfunctioned in another respect, and omitted some of the 
features in some chemical formulae. When this malfunction was 
discovered, the undersigned had to track down all of the 
documents that had been printed off using that printer and 
check the chemical formulae. It was found that one of the 
formulae in Claim 4 in the reprinted response faxed to the PTO 
on March 10, 2004 contained errors. 

A replacement page 7 of the response, showing the correct 
formulae, was faxed to the PTO on March 16, 2004, very soon 
after the error had been discovered. A cover page was 
included, to explain that no change in the substance of the 
response was actually being made. Strictly speaking, it 
should not have been necessary to provide the replacement 
page, since the Applicants were not amending the formula. 
However, the undersigned judged that it would be helpful to 
submit it. 

It needs to be noted that the printer error in the 
formula affected a part of the claims that was not being 
amended . 
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The printer problem has not been solved to this day. The 
undersigned's staff contacted the manufacturer of the printer, 
an hp LaserJet 1200, to try to find out why the errors had 
happened, but they were unable to help. The problem caused 
huge stress for the undersigned, because the error was not 
reproducible (the same document printed on the same printer 
does not always print out with the same errors in the 
formulae ! ) . 

Thus, it is respectfully submitted that the Applicants, 
through the efforts of the undersigned, did everything that 
could reasonably be expected to ensure that a complete and 
accurate document was timely filed for the Examiner in 
response to the office action of July 1, 2003. 

On April 2, 2004, the undersigned received the Notice of 
Allowance and Determination of Patent Term Adjustment under 35 
U.S.C. 154(b). The undersigned assumed that the PTO had 
correctly determined that the application was not entitled to 
any patent term adjustment. The Determination of Patent Term 
Adjustment did not provide any details as to how the patent 
term adjustment was calculated. 

On July 15, 2004, the undersigned paid the issue fee. At 
the same time, the undersigned also submitted a letter asking 
the PTO to check that certified copies of the priority 
documents had been received. He had noted that the Notice of 
Allowability did not acknowledge that these documents had been 
received. This letter has been characterized incorrectly in 
the electronic file history as an amendment after allowance 
under Rule 312, 

The undersigned had actually gone to a great deal of 
trouble to try to ensure that the certified copies reached the 
PTO file for the application, even though it is actually the 
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PTO's responsibility to do this in a PCT national stage 
application (See PCT Rule 17.2), 

The matter of the certified copies of the priority 
documents was first drawn to the Examiner's attention in 
Applicant's response of April 17, 2003. Please see page 4. 

The undersigned noted that the Examiner's next office 
action, mailed July 1, 2003, still did not acknowledge receipt 
of the priority documents. This was again drawn to the 
Examiner's attention in the response of October 1, 2003. See 
page 23. It will be noted from the response that the 
undersigned actually contacted WIPO to find out what procedure 
needed to be followed to ensure that the priority documents 
reached the PTO file. 

On April 21, 2004, the undersigned was still concerned 
that the priority documents had still not been received, so he 
asked his formalities manager to contact WIPO- Copies of the 
e-mail communications with the representative at WIPO are 
attached. 

To date, the undersigned has still not received 
confirmation from the PTO that the certified copies of the 
priority documents have reached the file. 

On March 30, 2005, the undersigned received the Issue 
Notification for the patent. It indicated that the Patent 
Term Adjustment was 0 days. This surprised the undersigned, 
and prompted him to look at PAIR to check how the patent term 
adjustment had been calculated. 

The patent is not subject to any terminal disclaimer. 

In conclusion, the undersigned believes that he has done 
everything that could reasonably be expected to respond to 
each office action in a timely manner, and to chase up 

- 7 - 
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whenever PTO communications suggested that any matter remained 
outstanding. It is therefore respectfully submitted that 
there were no circumstances constituting a failure to engage 
in reasonable efforts to conclude processing or examination of 
the application as set forth in 37 C.F.R. § 1.704. 

On the face of it, Applicants' response of October 1, 
2003 placed the application in order for allowance. The 
Examiner picked up the case for examination on or shortly 
before December 10 f 2003, Someone at the PTO could easily 
have contacted the undersigned to request resubmission of the 
response. If the missing underlining had posed a problem for 
the Examiner (which appears unlikely) , then the matter could 
have readily been dealt with over the telephone. Thus the case 
should have been allowed around December 10, 2003. The issue 
fee would have been paid on or before March 10 , 2004, and a 
patent should have issued on or before July 10 , 2004, about 10 
months before it actually issues. The undersigned calculates 
that the lost term was 274 days, based upon the assumption 
that the Examiner should have issued a Notice of Allowance on 
December 10, 2003. 

Disregarding when the Examiner actually picked up the 
case for examination after the response of October 1, 2003 was 
filed, a Notice of Allowance should still have been mailed by 
February 1, 2004, four months after the reply was filed. The 
re Ply, had it been received and printed properly by the PTO' s 
fax machine, placed the application in order for acceptance. 
The Examiner would not have issued a further office action 
requiring the Applicants to add the underlining, because the 
amendments made were all clear in the response as filed. 
Accordingly, if the patent is not entitled to receive the full 
extension due to the delay prior to issue of the Notice of 
Allowance, which was term actually lost, then at least the 
period from when a Notice of Allowance should have been issued 
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to when it was actually issued should be restored. This 
period, calculated in accordance with 37 CFR 1.703(a) (3) is 43 
days ♦ 

The issue fee was paid on June 15, 2005- Hence the 
patent should have issued on October 15, 2004. Accordingly, 
the period from October 15, 2004 until the date of issue 
should also be restored. This period, calculated in accordance 
with 37 CFR 1.703(a)(6) is 179 days. 

The total of the periods calculated in accordance with 37 
CFR 1.703(a)(3) and (6) is 222 days. 

Finally, even if the term lost due to delays prior to the 
Notice of Allowance is disregarded, it is respectfully 
submitted that the patent is still entitled to an adjustment 
of 179 days- 
It is therefore respectfully submitted, in accordance 
with 37 CFR 1.703(f), that the term of the patent should be 
adjusted under 35 USC 154(b) by 274 days, by 222 days or at 
least by 179 days. 

COMMUNICATION BY TELEPHONE 

The undersigned's office is located in the United 
Kingdom, and hence the Examiner may have difficulty contacting 
him from the USPTO by telephone. If the Examiner wishes to 
speak with the undersigned by telephone, he can contact the 
undersigned by e-mail at martinahay@martin-a-hay.com, or leave 
a message with Linda McDonald at (317) 433 7140. 
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Respectfully submitted, 
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Macclesfield 

Cheshire 
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UNITED KINGDOM 
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1st, 2003. It has not yet been entered into PAIR, but I called the receptionist and she 
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Yours sincerely 




Martin A Hay 

End. Copies of papers submitted to USPTO 
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